. [ami pjBpucjs lineal Wd mi'Z CQfOHOl * <> u»i| paw 



Without further purlishirifl -^htsc,b x awaw 
i^.[a^ncy»Jr^,^n4'xoBtB,!' Wer.nQi 
dude, however, that the diArirt court did at 
abuse Its diwretioft m rtHdiwnJtaiicar < 
this.caacv : . , -\ - „. ' .'. • ,> 

,A court may award costs and "may all 

suti. award* art .nolio/ he made aj| .a:jfiaii 
of couiW, b^jxatlier,. aa'v&tfnatter of t 

imi^mt). lr>TXqn*u?g- such- discretion. 
we-Myi-lfl«trti^:fjirtriw^ to consid- 
er: (1) the r^vaHoh; of jfhe partus; (2) *W 
objective. reasactarblcde?K'.*f/tJip lie* al ami 
iactu*! positions . wjvancod; , (3) ;thc needjii 
particular cjttcumstances ; Jb , advance .eonsidt 



erafioni -Of/cpmpefls^tfon and. deterrence; 
y ot% rdo-ant {actor printed,. 



rtllna are Jlot - copyrightable. 1 Ait :a <rewilt of 
ship jwctice he ha* heenjjue4 re^eatodlylor 
copyright. itfetagwent,. Atthe.aame tunfc 
that he w«* rftaJurnjihe cohtettfiori that ani- 
mal manneauin*a« flofc .eri|>yrightableyr*0w.- 
ever, he was :^plying|tereop^rights for hi*. 



own imapacqtuha,, affixing .copyright doticos ■ 
to. them, and warning others thai his manne- 
quinaatre. "legaJly->«pyrightcci' f . and 'fciny. 
infringement wiU^e vigorously pMsecut«d. v 
Y?hen ohe.of hii fish mannequins was found 
by 4 court to . bp not, copyrightable a 
dwswion. that, hejxw,Mzucs vindicates his 
contention that dtlimaktoanhequihs are not 
copyrightable he *eya$h«lert. continued 
?««;^ P^*.^ BeWaieof Iook-a-lifces," 

oyertima hi »rr&tettpt:.td ddceVthe pubjic 

ed^ed) v Hoireoyer; ( 4ie^t*niwa-;to attach 
copyright, notices to, his mannequin? iQ 



g60UB« l^uu . >,« ... 

finding, jf .a^piy supported. Under sirch cir- 
cumstances; i we do not had thb district 
roujrt^ajard in this, oase' tp, institute an 



ano\(4) *ny i. „ 

Md 2lS,-a34 {2^WS^24l67»],(4th &?. 

1993)..' .• • .i •'.••v.; •.-.')- ;-. ;„,, : , 

:. [4] Chasenaaintainflthat ho haia rcason- 
able. ba&u to, test the logaj questicatof wheth- 
.erarUmal mmuoqulfia aw ©bpyrigi&fcls, and 
thw he should not4fe«^e&Iegal fecfl for 
doing so. He'polnja, to the O^trioi.court'B 
assessment thai^ih&^paaw^I^tl^ Jegal 
questions that yew hovel anp oqmpleji,* We 
agree 4hat if Chaw had-inirtued fteae legal 
«JU,es. m.cOod; faith,, i£ award of attorneys 
tee* would constitute arvaauae of diaefttioh. 
But tho tecoMinth^cas© oeliea the sugBef- 
UohtJiatC^Kmaiiitflinc4rJsl<;gai,po^5oir 
in good faith,- • *■'.'■:,!'; , t •• 
•■ The. record' *Wa.toat '.Chai© adopted a 
business practice of copying; animal rnanner 
quins created competitojrsi. juitifyiBB. thc 
practice; wift theclajm that.anifflal manne- 



•Fot'thbforegoitw 
the district Ooort la 



the judgment of 



,U,sr. Court ofApteab 
' ' .• Id re Alton -'. • 

■ w,9fim- ■ ■■■ 

Decided' February 5; 1996 . 
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PATENTS .' 

I. Practice and 

' Trademark _ 

. .Dechmtiofl/A^a^Tiis^liQ^ 

i»attntaWlto/VaildW^ Specincatlon ^' 
Wrkteo deacrlption (§115.1103)^ .; 

• Patent examiner erred by vfewma dechua-' 
UOh of peraoJi 'BkiUed in art as opuiiqn,*yi-. 
dance addressing question df law tather than 
question of faetj.sihce declaration attempted 
to ahdd light on. question of wfae^er'jpeclS- 
CAtion adequately- d«cf^'«ttbject ina<(efi 
,of appliotttion £lalm, au\ce thatquef " 
one ef fet, and sloe«. declaration, 
thai) ^secUng . oplajpn on patentajtt 
Claimed. huma^ gamma interforon' _ 
offers factua^^vidQik* in attempt to .'c 
wy one oroirfjiuitiy skill would- ha»e iu 
stood specification', to describe parti* 
analog riaimed. 
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tHreAlMt 



trwfemurk Offlc* 
D^ratfon/Affldai 



2i IVflcritte Mid procedure^ Raterf *t»d 

' *••*•*••:« 

!attoA~ 

Pa'tefarciinuneif Mre'tf .by dfiml&inlf dec- 



^ P.tetttobllJty/V^di^ -JSpflciflMt 

Pa^bToianMneir .by dfinrisfcit^ ^- 
Utility $ ijefjcja in fi^.^j^bbor ad* 



the ^edmen imd' remand , ttift basfc the 
B«tfd forSftittlief p*oceedin£8.r. . ,.< . <\: .< 



nftjjnrtldead. 
jg subject waty*. 



q^tWdtteia dalcription oj.j _ — ,. 

Sat ' spc^^tS^cotaplaes 1u$$ai!& 
miin6er of po^iblc analog* doe*, not relute 
tltfust .Bf^aMUon^jwolj^. «MaJps"tyhv. 
o^q oiordjj^^ uuu In artvotfld have real- 
izca -that apjjfic»nta had pWawioa of ode 
particular, analog on. .tljielr oMnied filing' 




?1. IFN*y ii 

Wa^^acids. 1 - 
^^^^ k'dtm(«l into fbtfr 

dife patufaTyN)ccurrrng annuo" 



add sequence are 'called ^haloM.*^ 



Appeal, from the-Uf!. Patent and Trade- 
rk Offiw, Board '6f patent A] 



Interferences. 
Mary 



t Appeals and 



0 <jf*hV'&l applicatTon.tet-ftorth 
Ite^ft'friialdg'ortFKr-yj > 1/1 '• • ' 

«; : de^tw*, deW«'i ■ 

^P$W prctfUc^i %V WA 



?;3pftSan'w«i.!51i7483,4S, fli£; 

rillS* l98a,^fiic& is'cd^uatid^-Mit 
JDI "* ' |9|3, aqyir abau- 
,J ' ^ examiner's 



r thcrtfor lh a traajf*- 
/wid product ha^tai subi 

_ 1 the bhararteMstWdf human im<- 

iHUne'ifitfifferoti. ' ••• " .', ' 
(br'adcetaui 6fl*lnal). Tht brackbtjpd wbrdi 
at tbe beglh^ of Ike! claim' ladionte how 
tho daihtedjFf^y differs froin'tibie'.naHlral 
*wi»n t>f,lt<fc V H M«i ,v ' , cyB, n aiid "tyr" 
art U^r^aUofls-^-tilr^-of tlij»"Mwfy' 
amino acid^'thejy stand ^met&ittoinlvc^- 



vidX. 

Anrj]'.L_, „ t , 

ofapclioation ^cdMay;. 
don$d. Er^de^tei.upL- T .. . 

rejection qf.ajM^featlqn'ClButi.TO fcr.faUure 
tooomply witBjWt^en.daqriptioait^i*^-, 

LKHsicn JUn-l«ur«a^<ji%loago lH aml Ste- 
ven M. Odrc, Thousand Oak* Call/-; Rob- 
ert R. Cook ahd Rjon K. Levy, Thou$and 
Qak», for apj»jlailtt. 

gcott Chamber* .asaojftate jolidfcw; Nan- 
cy J, Link, soUdWr^ /Mat. &K»i x fi^- 
jtjf aoljiatoftjapd Richard Toie?c(0,.«>5ocf 
ate cojioitor, Arlington, Yaw, for appellee. 

Before Michel, cUcuit judge, Friedman, sen- 
ior circuit judge, and Scnall,, circuit judge. 

'^Schajl,*; ,■ ». •. . 



, _ 7TI ._^ , Bl4*aJ«inoaL-_ 

chain t&t-comlpr^!'iW?^ 

an^ao a^fd in the 1^6 acid chain 

" '-"VJtwnie'oitlie 



that the jcystci 
a^io..chaui'>i( 



^t. particular . 
.ii deleted aitd* bo anudo 
trituteAiito pl&co: Tlierc- 
■>tyft- dearflfiT*-. means 
_ n iiib&ltion.o'ne'of' tte;aminb 
lias bceq r^toc^ed, , as ,ttB,s the. 




jncc§ 

ttaa i«B«t^'ni)Sa^.S^S^5a- C'tR^l 
application^) did^not'provide adesqfua'teu^tt- 
tenMe^ipU\^ '^^t ffor-this' a«nihb> acid 
Eeduonce- 1 df <ttOmatf'"- salbamtl 1 ' ' interferbn 
deicribiiiHnclalnilO: W Vacate . 



!w'1fo.fydBr»tand ''$w4*if& "jlq.Im id agnv. 
^jLtottb;factt ri^)udjiig'){ie tM|noJfft7j^ tWj' 

•^-Ainliiri kcidi; of whij^ ;therc .a^ ^t»eil*y/-ftre 
ssotXi -brgM|ctfQiMe». Betdalnin CeVinTc^te 
v \\ (1994). Ammo tridi eotoe' ifi mm 
.chains -to .form prbtejas. t W.. at IA. "A •protedn , i« 
jwtotjmot.rcffttfwj t'pa^«.jKdypeetide v V \ 
. 'Tfc* U6-»wlno acid yequtacfe '6f the 'iFN-y 
analog recitec) in claim 70 is attached to ttik 
opinion. ->-i. ^« <s N v. ? •• » •••■<■* 



02/ET-d 



SE6-0N 
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tyj^jslri ^t poaitlon two jatii the. cysteine at 
. position tmm.- A:, negative supc«wjoted/ 
nuinber. indicates, that ah amino acid has 
been added onto Ow. beginning (the N-ter- 
minus) of the It^-Vsequeace. Thus, "met-"' 
means that a methionine has tfonn placed at 
the beginning of the-.IF^-r arjrin« acid 
chain* , 
In sunp, the aflatoj-qfi'lW^.'iJx^'isi 
claim 70 hat two ehjaracteiistics that disjto- 
guish it from the. natural yversitm of JFN- 
IFftef.''. Fh^t. .. m /Viiiu^, ..dea-tyr* 
deMya?r. tedjea^, ,th^ .ftnt:three ajmiio 
acfd* -r- ^eme i ,tyjrp6iiw,fadd cysteine 7- of 
the'.nstarsd.l4$ jupno acld< sotaen.ee hay© 



be^.d&ejie^fton? the claimed. IFN-t 
ldg. These, thiamine" acids are located on, 
the fourth ■ujbuiiit (*IF$!). of complete- 
sequence. ,'Sec^4,^^wpnmei..has wd 
placed at the beginning: $1 thj; amino acid 
sequefloe'of the claimed. an*Io^o .- /■ > 

.The '43 \ Jappl&atlorVi «me<^citipfl wn- 
taws twelve examplea.of JF^r-v analogs. Of 
tHese,.Bxample 5..i«.do«ejttdtlie analog that 
Is .theiuSja^ of claim 7& J^ke <?Uuni ?O f it 
diackses deletion of, thi' -nr^t^thrte ^rnino 
ach^s, and $Uce^noht ^f, m#nioniiw af the 



liner's final' tejco 
aiyJ»,l»l.tiw, 
let's section '?02 



benlhrjlng' of the. ,,a8und Add' sequence . of Th 

cytfT). UiOlk,e,<eiaim 70, howwer,; Example claim 
5 addidohally discloses eupatituiidAof aapar- 

S' toe — tpe eighty-first amino a«d in the 
N- W$*-i chain-T-' wkh lysine, another 
amino acIi^OysVV). ,The eigh^-&rat'9mino 
acid Is locatipd'.'oni tte. second subunit 
C*lFr27) dfthe,$$r«equepce. ' , '. ,' ... 

: ■ '. r . ii. M ■ . 
,The-'<451 application was filed April" 15, 
1983. It is s) cofitm^tttofi^paft of a pateot 
application filed :on May>.l98J, add later. 
abandc^e^/The cxammer iSSiiw a 'final re- 
jectlonof me claims df the .'451',a; 
.... — - - «^.35Ui.p.|l 



a»an«ciiWted- under 35 tfJ&p.Tf lQ/2(e) ...... 

rendered tibvibus over the pridr art under 35 
U.S.C. fl0y. " ' ' r ' -• 

Alton apptalcd the cxa&iner's f 
tlo'nWthe Beard. Onferjij 

Boaid reversed the examL„ . ,„ 

and 103 rejections toft rejected thcemUhs bn 
the new ground that the. specification failed 
to describe adequately the subject matter of 
theclaims, as wuiredby .35 U.S.C. § 1 tZ, i 
1. The 0oM sUp^vnic closest anatttg tg 
that claimed hereih'fe described [in ExahlpJe 
51. This D*rtlc«lax ; an«log, though similar to" 
that claimed ,hensin> does not, constitute, a, 
description of the claimed, analog." 

Electing further prosecution pursuant to 
37 CF.R. :M96(b), r Altod submittcd'to the 

' 37'd.F.it; J ?,lS«<b> <lW4)Wer. ..,*. '. .~ 



examiner, in response to the' Board's section 
1 12. H 1 rejection, a declaratlon^y Dr, Ran- 
dolph Wall (the, '.'Wall declanUnn"). In due 
course, the examiner issued a final rejection 
on the same grounds as had the Board. Alton 
then requested reconsideration; the examin- 
er denied the request and maintained his 
rejection ("final rejection"). • • 

Alton appealed the final rejection of claim 
70 » the Board. The examiner' filed his 
Answer and the Board sustained the section 
112, 1 1 rejection on June 21/ 1994. 'In its 
decision, the Board held that "the speitijic 
polypeptide of claim 70 was not dtSctib? d in 
the orlgiiiaT specification o! appHcat ion Ser- 
ial No. 06/483,451." The Board adopted th 
examiner's dismissal of the Wall declaration, 
in which the examiner reasoned thai the 
declaration was omnion evidence rather than 
factual evidence. The examiner stated, "Lit- 
tle weight ii given an opinion Affidavit on th 
ultimate legal question at issue." This appeal 
followed. ... 

IpCSCUSSION 

-■■•I.' 

Theissue of whether.a patent specification 
adfequately describes the subject matter 
claimed it a question of fact. Vas-Cath, Inc,- 
v. Mdhurkar, ^33 FJd 1555, 1563. 19- 
USPQ2d lllf, 1116 (Fed. Cir. 19W). We 
review questions of faot.'arising from Board 
rejections' under a clearly erroneous Stand- 
ard. M re Cawitey, 761 F.2d 671, 674, 225 
USPQ i; 3 (Fed. CSr. 19«5). We review; 
questions of law dt ■novo: EUcirohic Dtsigti 
A Satis, ItU;'; v. EteetroHit Data Systems 
Corp., 954 F.2d 713, 715,21 USPQ2d 1388, 
1390 (Fed. C3r;;l'9?2). .-. ' . . 



Alton contends that the Board committed 
clear error in holding that the '451 specifica- 
tion did not doscrlbe the' subject matter of 



When the Board or Patent Appeals and Inter- 
ferences makes a tww rejection of an appealed 
•ctaim, the appellant nay .... submit .a 

, showing of facl? ... and bavatbe matter, reoan- 
[ila^ed by .the examiner itt which .event the 
.application will be remanded. to, the eXai<)iner. . 
The iUUocneht phall bb binding Upon' the, exaitW 
inv. unless ait amendment or showing of • 
not btivioushf'of record be matle whtehi U 
ppinion of the ■exatrunor, 'overcomes the new 1 
|twind .1w rejection stated in the. deciw^ . 

. ..Sbbuld:dte exarwW aisht reject t^eapplfcWjJ' 
tionvtlja applicant may again appeal to..t*k 

. Bpord of Pateot Appeab and Interference*.; ') ■- 



1 



cteim .70. AHon-addiUonftlly argues that the 
Board cr^ j^'&^j^t^iye aubatantial 

mctf of 35fy.$A $ 4 ft f I, pwW* »M 
:Mhn iipwf^citioniliHU.conlaio.a^^w 
description of m daventim, vxi^^ 
■. Blazer, and prows of maldne.^nA .uajB* 
lV.&*»oh; »fttJL.<cl6ar, .iw^ oiMt. 
..t^uto|eaabl»My j^onddlledio tip 
■rt to which it jpertainaj or wt|h which it is 
. most n6&ly 9 pwuBcb4; to .mate fw4.,uw 
tli* same, and « »et the.M ajode 
• CQfltermptatpd Jfty: the Inventor cj.cnfrjiag 
,puthUln*eitfipn.:. ,. • , v,-v V:'.: 
(emphato added), .j v'. ■ . 

Ifce^efluate writi« !<lejcxppuw foflwe-i 
me«t { whicfi « distinct ftbm the cp'ob^miNit . 
and boit mode ro^iUi^ntav^ftexes?^., 

th© fiUn»<kU>rf^ft«ppUc*flon rc&edon, joC. 
the specific subject nutter later dajincdty . 
hup; ^u,w. the ajwdncation wumplbftes this 
is njjt itttM^* ■ i* *fr W*rtheinu 541 F>?d 
191 ,tlSPQ.?Q,;96 (CC3»AiW7,6). 
la order tojnoet the ,ad>qunfr written jfc> 
saiptio&ttwireinibntj 

ha.4e.to. utUi»anV pnttteOla*.fqr*i.af dlsclb- 
sartf t)o,4c«iribc the subject matter dawned, 
btti !U*rdc*crlptl»i awstctearb! ^HcfW-per- 
too* At ordinary skill' to, the art fa fe&Jgnia* 
that [be or she], Inverted what fa claimed," In 
«,Gwr*ft 4 «72F.MJ10(», 101£40.US?Q2d 
l«4tli618XF««L.Glr. l«8R)Xcj*aflon.pmlv . 
ted). Put another way, "the applicant, mu^ 
. odovsy .with* reasonable clarky. to ithosc 
shaded to 4h©.art.that, ; M,of th* filing date 
sought). he or die- was to.i»saegsion*Vtfe 

19IISPQWat lU7.I^aUy^w<5h3ve BtatejV 
that "[precisely how clew the' original de- 
B«ripitioa{av>t>0Qqie4o ceaply :*ith thc,o> 
jqrjptiMfpfl^rement ofwoOan l\2pmi he , 
detexiqueajpiii4,cMe>fagN»^bMjs^ ' 
srefr Jtaftifc ' S?,*?d' '.UJ35U M39, ,<3.4,-. 

Ins KJ4atilMlJ9 l*"*— " 

at 1116). r - 



ifrow 1581 

■'■As aoted abotr; following tho«Boa<d?»fd,e- 
oJaloa.of February Alton, eteojtfd 

furthbt.pwjaooutiori pursniOrtup 37 CP.Bi;) J 
1 ,19i(b)/ Id that. ooatcxtMttoB submitted 
tbevWatl declaration in. rwpon«e - the 
Board's letfipn 1J2* 1 1 .rejeptiofli ]to .para- 
graph 9J of hi* *cdm^.Tfr : Wjfi *b 
dressed the issue, of whether B*ampltf S ;ln 
thespeclncatidn described what wait cWnted 
in<dnim.fttf • ■ «••'• ' 

■ XThe specific modification! of isdbwSit 
tF4' for^Mctbr b<>th :cy4tBiac8 and die 
ifltermW^ tyt^hie tit r «itilfl<5 acid posi- 
tiottf 1. 2 r au(f 3 art act bat ! *t page-50t^ 
Unas 11 and'12; which' describe modiSctf- 
*tidB-6Tthe lF-4iuBUalt<*fcich contain* A ' 
taethionyl rc»Utie4rJed$toffoodoa at po- 
ssition ^-te contain the'oooortj," ; 

•••> -S'-TAGGTO-SV- 
in the andio acid ipecifyiags?egiOB.-ATG 
it a oodba * pecifyittg <nithi«a&tt CA0 is- 
a codon ipecUyug ghitamino. Expression ' 
Of ic eomplete, four aithttnit, DMA ae**; 
quenoe wth this nxidirlcation lii suhanlt 
iFnt operatrvely pKjyidoB a. polypeptide of: : 
. clahts 70> ; ,.-} It is my. Opinion <?that:< - 
ykiiled* worker jn irtolecuiar bioloey and; 
.the'.ploafag .and .expression of -gene^ 
Wjbtdd, in IS83, haycvUnderBtood the.prCH 



Mb, order to bejbtnrtdefcd enabling a'pabnt' 
must girc penwf- of (ordinary *ttU in Uorel^viuM' 
art enough ibformitldn tt practice the liwfnttod 
dfadoiw tq the apeeiflcaliQh irithbut tndut eX- 
perimmUtioa. Atlas Piw&ir Co. v. B3. du font 
Di titihourt d Co,. 750,'F M. 1569; 1576, 224 
USPQ 4Q9, 41} (tyd. Or. 1984). Thft best mpqe 
reqjiirehient' iAkhda'tea that toe.ifl*e^/i5i«io* 
QuTm mO*:khm told^erlieHatf tlS.«llhe. 
the. pattn^appitcttliotl WMiMptch^hySki; 
Itlc. v- Cohcntat, .VAWa*, tMS^i 

USPQ2d IWIJU74S jFod.<.Cjr.'), rtW; dented,- 



■d«8roy»*]:to hav^ beefl d^9rib^ed'lB0>peni^' . 
ently of a.ny suggestion to alter <he argW? 
■ itte. Isip; iajiparaShjp^, jreaJdj*. at po»lie!p,v 
al of mature human immune interferon* 
While the anecific analog including both 
the'Ohangcf in th&nittujro human inuniine 
interferon wajs> described ac being inftd 
and tj>WW; to*itote^tad was noted to be 
an ,4 eWriiple»'. * polypefitibV analogs^ 
therein cj^eines were-' doleted- for ow^ 
purpose of faciUtatlhg iablatlOB olanalocs' 
WaWroyiak the.po&jfiiHty^f inter mole- 
oi4ar :di8ul|ide Widijj »^ibrii<allon. Modi-, 
f yuigthewSiduerat position 8JUw?uld have: ■ 
noeSTeetotFthis property .hecawe neither 
' argkiiae {iicc aspara^irwj noc. lytiae can ; 



'We ludtrttand th» parfl* to bT» in j^rte- 
mMt.pJat tecitotioii.ln the ValJ declwatipn.of 

gia^Watf'r^po^iplricMetrar}' 0 ' : 

'Cyit^ftei jMmtaiir auulftiwicwn. TM uinur 
atontof ,»;C)f»t»ind-ih an.ati&u» acid,-«hain ctn 

dj' known ara 
^_ _ _ Itadflhain to 
bendbapfc'6h«ieif,W.> 
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participate, ih disulfide bridge formation. 
''Maceover, ^hanMIng to iwc] residucr at 
- pisitioA 8 1 would ittvojve a Aodificatlatrifl 
4Ubuiit lP«2i requiring an cntkelyi stpa- 
rate>ieftes ' of maaipuuvticbs ' of the- com- 
plete DNX sequence t© getarateytnfrdir- 
. jrfereiit oUtt^f tttUttog.' • ••• '--»•.•••'-! 
" ', i&njong other iw'ngs,, the' Wall' decta^'ion 
states that one of ordinary skill In *hc arfcln. 
1S>|,3 svould Jbavejcnown, firrt,,.^hata probr 
lem mvolved with isolating analog* was the 
capacity of the amino acid askance, ttotajn 
bends with itself through dfcujfld* bridges, 
and W^<L thai .detolioji of, cysteines w.9uM 
eliminate- thJj| . plieA0nie4«n. According, to 
Pr. WaUi,one of; ordinaiy' skill in- theurt 
would have understood the discussion in :tlw 
specification of Example j to be offered as 
an illustration of: the deletion of cysteine!. 
Therofore^jAeoara^ag -to Dr* Wall, one of 
ordinary skUMn *tte art, Imawhwtftat delet- 
ing <the -first three amino acids of the com- 
plete Seqtieo.ee -would affect disulfide bridge 
fortnatku'-but. that, the existence .'of lysine at 
positiaa; 81; would -ootv would have under- 
stood ihe- specification- to 1 describe the two 
modifications mdependbntly. Also according 
to Dr. Wall, a seeobd*easOn>on* of ordinary 
skill in thfe art: would have. Understood the 
spjecifieatlon to describe the two modifica- 
tion) independently is that'tke tot three 
amino acids are 1 located oil atibunlt IF*, 
whereas ine eighty-first ^initio acid is located 
otf*u>hnitT[F-2> ;•' v ••' -■ ' . ' • " '• •' 
'in his final ir^eeti6n^-'wnlon' n «(as' adopted 
by, the Board, the! qia/nincr stated .that .the 
specification <|i4 not coaye^tljat AJtepJiad 
possession of the. subject matter of cteimJO 
« of April 15, W3 — the.fiiing date otthe 
'451 application. Injunportof the rejection, 
referring to Exampfr & the (examiner; assert' 
edthatthe only ejtampmih thespociflcatien 
that .described 1 deletion ofythe. first.lhree 
amino adds and.placemeor of. methionine at 
thevbemnoingof the amino acid sequence of 
IFN-v SdditioMlly described substitution of 
asparagine — the eighty-first amino aeid'in 
the: n5jfrr,«h>hi withvlysiw-apoiifcr 
amino acta. Turning ta&fce Wall dectaration,: 
the examine* stated?,; -(.• ■ ■>■ 
,In prddr t!o sdpport . patentability. <^f tne 
claims Dr. Watt point* tothe.sam^teat of 
the specifiDfttion as : previously identified 
•by thcBoard of Patent Appeals and InteT- 
'• fetences As being insufficient.' Important'' 
• ly;pr: Watt Wives aTa Ooncjuafon wlitt' 

... In vfcf .pjC iihe.prevwtuj discussion of, 
the Board of,fcatent Appeals and lnteffcr- 



ences and the evidence of record, this 
argument irf not found to be persuasirc. . 
The weight given to the 132 Dechuatieh 
by Dr. Wall, in particular paragraph . . . 
9J( depends on whether it presents allega- 
.tioriSr opinions or facts. In- this cose tile 
Declaration does ndtpoint to inherent sup- 
port oravidence ttf stfppcirt the condiisorv 
statement in paragraph 9J. Little Vei&ht b 
given an opinion affidavit oil the- ultimate 
legal question at issue. 
In short, the examiner refected Dr, Wall's 
opmtttt that "a skilled worker ib molecular 
btdldgy ind the cloning and expression of 
genes, would, in 1985, have understood the 
proposed, modification to have been de- 
scribed independently of any suggestion to 
altef thearglrtine [slo] residue at position S 1 
of 'mature human immune Interferon- " The 
examine* maintained this position in his An- 
swer. Iir his Answer, the: examiner stated 
that ■ . ; •• ' 
the Wall Declaration does not suggest that 
the written description in the specification 
supports an interferon-gamma which must 
have 'the claimed structure. Indeed, the 
number of possible interferofrgamma' ana- 
logs encompassed by the written descfip* 
ticn of the invention is substantial and the . 
specification does not lead to any com^ 
pound ' which must have the claimed 
rttftfchiaev. • 

As already, seen, the Board adopted as its 
own -the' ewmincxV response to Attdn's 
argument^' 



We express no opinldn on the factual ques- 
uon pf whether the specification adequately 
describes the subject matter of claim ) 



We do, however f hold that the examiner's 
final rejeotibn^and Answer contained two 
errors: (1) viewing the Wall declaration as 
opinion evidence addresaing a question of 
law rather than a question of {act; and <2) ' 
the> summary dismissal <tbe d^daratiohr 
without ah adequate explanation "of Why the 
declaration failed to rebut ue Baaid's prima 
facie' case' of inadeqtate description, ; 

m. 

A. The Examiner . Em* by Mistaking a 
Question qfFact for a Question ofXew 



'S*i,Wi*s v. /Jew/, 984 F.2d 1,164,. 95*. 
USPQ2d:m. l«M (Fed, Or. 1W) *|< 
eaneeptldn ofi*DNA 'lequins a pTBdse-'deftOfii 
tialv, iflch n by itnicftir*, fftrra»W, 'cbefflkalli) 
nsxno. or physital-nropertlwr^. . u>Ut-« d«cri»W 
dbir also requires that degree of specificity . 



d^d4^'w»Whetit^cijtj( attegatifsrifci 

•meat in J pa^*^ttjH^ W*'Wjhtr» 
'Te|^0&5^^«j'^;^ ;. s ; ' 

: d*t*< W tto-apjflioiUch, «ne akilltt .to the 
i^m^MiUm^r 1 '^~ ' *•*"** 
•• Joatloniiis •apecffid-'i 

: - Intdrfeaai anddgsk _ 

•■ :rwidu*s.kl theiWaisA4tnD>in>K I*j . 

•vidtfinatrlegai «ue»i!on:At issue xe£»id Me 

tt .is ^ell *tttte4 -thit tbo^U^U^Vf 
^cfifcri^ffccifiaifld* ptaridcs an adeq\iate 
n&Ktpri deacrlpdod toMfubjeefcinajtlwB of 

examiner was io> error irh«fl'lJe. ; ftat«d that 
tb^Wail.*I«BU««6^ft, >fclph Attempted to' 
<J»edlight so *bfchw .the- !«i "«p>$cati0n 
adequately -deacribedtte .sdbjecE Jdattefrnf 
obimtG, addf<*scdaieg»l ' , ; 

UM'WaH deefe^oW, is. offering opfoiph 
evidence, rat^^-fa^tuia tyr"^ " 



iifeth* reildu? it tfflmij^liltn 
effect on: lo>idade: ; 'Mdge . Arm^ofa] 
cau^ t lltjHfier, , MiifpaiajjtoerJf nbr,J#lne..can 
participate In disulfide bbd> fc^Iflatioh , ' 1? 
a factual awedieirt, iiowever. So too is the 
statement ttaat^^hgtng'^iVamiao apid Bt 
position Si -would involve a modification in 
iRb^toUJ^ r ,?re3^^ 
raj* seoesof maawa^jM o?.tihe/coai0ijrte 
fajnioo, addlae^eftce # generate this dlf v 
fqejeth. daw of awrtofc" We da not read the 
declaration as auetUng, an.cjpinjc^s on the. 




tioa intoopin^ttstittton)? - ^ Qwanently, 
theie^toj^rfrditttiissal; of 'tie: dopta cation 
qiUhe cio^Ddi .that. 'Hlji^lc ^ii^ia-givw 
an opiniwr efSdayit .crfrthfc idtftikto legal 

B. W» Examiner Ernd.bytFdifyfatfi Vti* 
tidUate Adtquatt Support' fi>f tfoftjtttion 

' xThewannnw ako erred Jtydj&btwlnH thfr 
md^rattM-VitlidUtaaidti^te cxpla- 
naUpntibf feoy <th« A$ar»$ion failed .to over* 
cot^/Ae pricw'ffc^ 'eaafcliudklly .eatai* 

ground* that thaapplfcatioh faOerfiiodeaeribe 
the«ub|^wattaofolahto^ 
(ofcifcefloBJrdi ifjtfcaaeard&tix> firijttft^y^o 
taist- a'l»rtieulBt>.fertiuivd for* .rejection) 
^*r*Ute,ioUial.bojdw .;-.'of presenting* 
prima- jfetain>«ase ^.unpatentability;'! /a re 
Ort^, fflVM.lUi% JW45s.24,USP^2d ( 
H«i ^/(Fent-Cir. ^S2),.tn4tif»r?a«the 
wjrjtten'; iMetijption • iBftwrieniartt «• Ic «on- 
ce*^,, > thft«^our4ottif^oh«fgt»l hy N <pr©f 
««nt*ns evidqace'forr ieasons why pereow 
skiUtdin the'*y V would'not weojmw- in, the 
, (ii^^.a,dMcdpU9tf-oCtWin*ontioij de< 

2^^19V.tlS9Q. st HUB/thfributdwi 
pta«d;^n ^; «x4»unpr,viri» depending 
iipotadtttta* applicant dalm»,K the appUr 
cant^aijn» J .e<ni»dio»Dts of inventcon 
ttot ar»«ompl«tt«4y. onulde- the aoope. of tto 
!^»ej^5»t!ifltt^.th.en ,U»b wamLncr .or goard 
need onJy.'Wtjibliih tbj* fact, to mekcout. a 
prlnia/aels^ft /* ft26H^^l ^SPO at 
9?v If,:on the dtfa^hend^i^ape^c«(Uffi 
contain^ ■description- of jftfciida&lBfl lnWjn« ( 
Uop^ Albeit.^* ia Iffiix verbis (in the. Weatl- 1 
c41;wordjf)< thenthe examiner ot.fioaidrin 
drder KaYweet ithe Jjutden of proof, fcust 
piondff wyjottf.whjr pne of ordinary. fkfll^in. 
the act would oat. consider the detjoriptlon 
stifflcient.irf.at«j64 i 1S1 USPQat'98:.pnc« 1 
the ^Kaquner^c ^oard.oarriei thefburden of • 
niaWnewta pr ini^fwie catepf >unpateiiea- 
biUtyk/'the bidden or,«irUnt forSrwdl iwtth 
evidence or aigvw»e«nt abjfu to the appli- 
cant.? ±Mktr f ...911 .Aid. 1445, .'24» 
UgiPQid »t,i444. TO ovcrcooie A prima fa«p 
c***#'«p#eaflt niwt^hw. that the Invent- 
tiah ais clauned.is' adequately daaot&ed to 



l * I« any, event; we bt^ »w*ro t>f no reaioft why • 
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on^ ^od'icl'ttie'.flrt.. Wtonievidtncc or 
irgUnidttt'is -slubmitted byitbivitwiicaflt-ih 
r«pwwt3 pat«i»Wllty k*lfctehn£crt>d ofl^he 
totality of Ibo rebord, by a pr^portdbraqae of 
the evidence- with' dlitf.«dfl3idtt'»ttoa*t© pBc i 
luasiveness of argument" Id. a.t 1445, 24 
USPQ2d<«t 1444. < . - , : , x, 
•After-claim 70 wm fcst rejected do -seo 
tioo 112, 1 1 grounds, Alton submitted evl : 
dehcetarebutthe rejection inthefornxof the 
Wajr.dcclaratioa/'?.1tiieVWaU dticteratioH 
ccotataed /statements : at- fact ^directiy . ad- 
dressing the iwiwajf '^bethe^lhp specifica- 
tion adequately dewy ibed the aubJecttWatter 
re$Jt*drfl claim'7a Tbc-porpoio-ortBeade: 
quate written d&etipfion rttniirenient 'is •td 
cnWre that th«i«ventoif?bad posfeessitti at the 
claimed subject matter at -theitme ,the appli- 
catioh «tai filed. IT aiperroh;of' ordinary afcltl 
in the art would have undented itai invotf- 
tortb'ttave bce^ia; possess iohoftlie claitried 
invention at the'tiih^of filings eveh^if every 
nuance of the clahtia >; riot- implicitly de- 
scribed in: ther.apc&itoattoli, itheh'the ade- 
quate- written 'wscriptlbn rtquLremWit -i* 
met. For example; In Itatston Purina Got vr 

USPQT477, 180^Fe!rf:'Clrvl?85)v.nhe trial 
wrnrt fcdautted^xp'crt; teatirtktov^ nbout' 
kfixjwa- Industry atafldards'.wgardfnB tent 
pefcRxircaitd preaafcreln '^thetrtof ejttnifion 
of hdtb farinaceous afldjpi^ina«w«s vege.' 
tablematetfaltf."? T^trntcC^^etOiaxn^ 
was te, expand the- breadth' of Mo^opwi 
written descriptionainoe it'was appaT*ht that 
Uie inventor i^es^ sufch lmc^eag^ of. 
indUutrV'St*ddstfdA of temperature' and pres* 
Wrt at tbeffiftlethe ori^naliappllctttldn^'was 
filed; Similarly/tire Wall deCWratloo^ta , es- ; 
ttncfc-attempts tO'CXpand thertrtatith of the 
specification by arguing that t pertori of 
6rdlria#y skill in the*art 'would ^hftv* tinker-, 
stood.'the.two Modifications in Example - 5 of 
the- ipeciaeatlon to be- desftrifced independ- 
ently .of each other arid thus <'d«crrtti&hof 
both modifications would include a Bateripi 
Uon of Oithef Separately. " 

The thrust ofnhe' examiner's re&ppnfce* to 
the Walldoclarotioir, in both the- final rejec- 
tion «nd the. Answer, Is that the specification 
nwfctidesbribei the precise 'aMllagVplalmecL 
Thi* captain's *hy.tb<bxaniiher i 8tatcd'.tltat.' 
the Wall declaration was Inadequate be- 
cause It did not "suggest' that the written 
description in the 1 specification' supports an 



''We are iMdifiod-.that the. Board met' ttt 
- pthwk faoi 9aftt.o£-Mta^liihitiSlackgf:ati^uaie 
written description hriti TebMrvli&^l^Fttecl^ 
slon.bv ducuuiha Example S dPtucfcj^fi&tibv 
in WtoWbdth 'nwdlfli^t^ ' 



int^Jei^jadiria analdft Which mu& have 
Kti6 claimed; Btrwcture/' tffcis arginttf^'hoW*' 
cvqjj; does not address the r rk»iw'that 'para- 
^ph,94 <>f the W«U.d«claratioii ftttetnnts to 

an example of^nlyooai^hrae modtfica- . 
tioniTrmrt.^,-' dc^jV^cMyr^/d^jV])/ 
Thu3ra«c<^ing-to thaWall a^lawiion, the 
SbecKatilan Wd? .^hdcrtrtood to de- 
scribe ikht:>i^»a^jnK*3iftcatiQD' Umetlv 1 , 
dft^yV;4c*t^fdo«<cj»*ft Withoittiheirjcl- 
eY«i«tto;0vr% 'TAftcefate, acoocdlngto the 
Wall declaration; One, of.ordinary ski&in the 
m would UBd^itood vMteirto beiia<bosse»- 
ttdnv in jlR83, o! •the-fclaboed tucjeCI matter, 
which, contained; the.^met ^Vtfo*cyi/,.de»-. 
-tyr', desrcy«<] modification butuot the modi- 
fication at position 81 

' The.WaH d^aratibfl addreaseji !why 
the claimed sttbjecti' matter^ ^though* ' n6t 
identkal.to tiic amk*d<Mcdbc<l ia. the sped- 
fication.Vaa in Altoh*J»swsian". Dh^state^' 
ment in tit* examiner's soswar that thcwi4»- 
ber of.pouible-dnalpss enootnpawed by tire: 
apecifidation .1* idbtUtnthrl does not rcbuttfa* 
thrust <of ttio^Wfcii ^dcclar itifen 'because-xlic 
Wall declaration /e^tak^^fa^ . one dt orfli- 



ftis Answer; the waniiher, 4wiUscd the Wall 
declaratjioxl and ..pxt>Vid5d'.only' condliiofyJ 
rtaietoentt as to why the declarntion aid not, 
ihW.that'i,pwwn.pl^ed,ih;the.art would 
realize: jthifr.XltcV .p^ci^jcih '. pf. m 

- Hfit, by condtidinfc^that- the Vail ttecla'^ 
rfitkni addressed 'in &sue' of taw instead 'if 
an lasue of fact aQfl'tecond, by faiUtiM 
articulate adequate n^Wni t'tf rebut 'iJ&- 
Wall dbcterWcn; the';«tanilhex attd, BdaW; 
failed to 6oniider the totality pf the JV - aljL 
fdr'the, pUrhbrts^of iisWdWi ' 
^ tjids erred as a matter tif law: 
oot 'W^i pofltion/ howeverrfc flb 
wiWtKcr the ; 4peclflcitioh confined 
quate written-' deicr'ipdbn bf ; the" 
IFN-y•, 'seoue'nee. ."jrhaf; ilete^inMl 

8 aires; it tte first insfcanj*. ftirther'i 
Jgs^jvJhi^'t^^^^ 
dj5rts«d J in 'a 'ti^^i;Mi is btavi!^ 
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Mliyawi'set- W^-wSij** gfcr^Iii^ Lys- Glu-'^j^-lie^ 

: ; ^A0 AG'CtTtGKiO^AOSJfA.tC AAG GAA GAC ATG AAT. GTC AAG TTT. > 



r, TTC' : AAT AGQ'AAC.AAA AAO AAA C^;'(^^C^;^*/lS^|* 



U£;Cwdrtof.Api»eai« 
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■ ur..-. '..',\l"~.;'..- K - '.- ' i : t •'•.••■'•A .v" 
MtfWCfAi, PJtAGWCE. Atfb 
FROCEIJURE . .'0 •. .>i , ? . v. •". 



ing incredible defcfldaal'» ^BSOttktotMaftsbei 
exercised no dominion .or oodtroi over joWcl- 
rp store foi^Uo .:^^;violaW(U«:irt* idii. 
pet^naBeot Injunction, restrictirifi-dtfeadaatisJ 
u«e ?Rdlc«v^dcjtork»^«h4-UiA»raii£iot 
be personally Held In attempt, ^hdMfcfendr 
Ant 4gr^Ml j0( cWtiply .with lojuncfiOfliafljer 
«ktcmMi*chitafc eolith 
putpwtt&ctovi&l& ^Wru*ni:tiaiMMJtttesdi- 

since -defendant ^^blig*te)d' io/.*WoV by 
tipwA^b«i)t:',ablig8tidni ckfcndtaitr a«sua»d> 
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